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DETAILED ACTION 

Claim Objections 

Claim 24 is objected to because of the following informalities: the claim reads "to 
form a coating coating...". Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 16 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. It is unclear how "acetoacetoxyl groups" can function as 
crosslinkers, i.e. a separate additive component. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-13, 17-19, and 24-27 are rejected under 35 U.S.C. 102(b) as being 
clearly anticipated by Bontinck et al. (US Pat. 5541251). 

Bontinck teaches aqueous polyurethane dispersions that can be used as a 
coating for a variety of substrates. The invented composition is an aqueous self- 
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crosslinkable resin comprising as aqueous dispersion containing at least one 
polyurethane polymer and at lest one vinyl polymer having chain-pendant 
acetoacetoxyalkyl ester functional groups (col. 3, line 3-9). Said composition contains 
the polyurethane polymer(s) and the vinyl polymer(s) in a weight ratio of 1 :10 to 10:1 
(col. 3, line 52-55). Being that these polymers are the only two components in the 
composition, such a composition comprising said polymers in the disclosed weight 
ratios would yield resins having the weight percentages of claims 9, 10, and 20 of the 
instant application. The polyurethane polymer to be used in the invented composition is 
prepared by the reaction of an organic isocyanate and an organic compound containing 
at lest two isocyanate-reactive groups followed by addition of an active hydrogen- 
containing chain extender (col. 4, line 8-19). Said polyisocyanate is selected from 
aliphatic and aromatic isocyanates (col. 4, line 20-23). Suitable organic compounds 
containing at least two isocyanate-reactive groups are selected from a group including 
polyester, polyether, and polycarbonate polyols (col. 4, line 53-56). To this prepared 
isocyanate terminated prepolymer, a chain extender is added in an amount such that 
the NCO:active hydrogen ratio is in the range of 1.0:0.7 to about 1.0:1.1 (col. 8, line 21- 
24). Hydrazine is included in the list of suitable chain extenders (col. 7, line 63). Due to 
the fact that the reference discloses the use of excess chain extender, such a polymer 
would have hydrazine functionalities. The vinyl polymer component of the invention is 
prepared by free radical polymerization of monoethylenically unsaturated monomers 
containing an acetoacetoxyalkyl ester group and other unsaturated monomers selected 
from a group including alkyl acrylates and methacrylates, styrene, vinyl esters of 
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aliphatic acids, and vinyl chloride. The amount of the monoethylenically unsaturated 
monomer containing an acetoacetoxyalkyl ester group represents preferably about 5- 
50% by weight of the vinyl polymer (col. 8, line 44-col. 9, line 20). Although the 
reference makes no mention of the acid number of the vinyl polymer, the weight 
percentage of the acidic monomer encompasses that as disclosed in the specification of 
the instant application. Therefore, the acid number would inherently fall in the range as 
claimed in the instant application. Similarly, although the prior art is silent with respect 
to the glass transition temperature of the vinyl polymer, the monomers suggested to 
make said component are the same as those disclosed in the specification of the instant 
application. Therefore, the glass transition temperature of said polymer would 
inherently be within the range claimed in the instant application. Also, the invented 
resin composition may optionally comprise auxiliary substances including pigments, 
wetting agents, and UV stabilizers (col. 10, line 24-36). 

To prepare the aqueous resin composition, the aqueous polymer dispersion and 
the aqueous vinyl polymer dispersion are mixed homogeneously at ambient 
temperature (col. 9, line 60-64). The examiner maintains that prior to homogeneous 
mixing, the two dispersions would be present as separate phases in the mixture. The 
resin composition can be applied by any conventional method to any substrate including 
wood, plastics, ceramics, and metals (col. 10, line 4-5). After application, the deposited 
coatings are cured at ambient temperature for a period of three days. 



Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 14-16 and 20-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bontinck et al. (US Pat. 5541251) in view of Irie et al. (US Pat. 
6063861). 

Bontinck teaches the aforementioned polyurethane-polyacrylate dispersion. The 
composition disclosed in the prior art has been shown to be substantially similar to that 
as claimed in the instant application. However, there is no mention of the addition of a 
crosslinker to the invented composition. 

Irie teaches self crosslinkable polyurethane-polyacrylate hybrid dispersions 
comprising a polyurethane dispersion and a polyacrylate polymer as well as a 
difunctional amine (see abstract). The reference discloses that it has been described 
that polyurethane-polyacrylate hybrid dispersion which have carbonyl functional groups 
and polyfunctional amines form a stable, self-crosslinking, one component composition 
(col. 2, line 4-1 1 ). It has been held that the selection of a known material based on its 
suitability for its intended use supports a prima facie case of obviousness (Sinclair & 
Carroll Co. v. Interchemical Corp., 325 U.S. 327, 65 USPQ 297 (1945)). Therefore, it 
would have been obvious to have added a polyamine crosslinking component to the 
composition taught by Bontinck to form a storage-stable, self-crosslinking, one 
component composition. 
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Although Irie does not disclose an amount of polyamine crosslinker to be used, 
such a parameter is clearly a result-effective variable. It is well known in the art that 
crosslinking adds strength and toughness to a composition. However, the addition of 
too much crosslinker will yield a composition that is too brittle to have any applicability. 
Therefore, it would have been obvious to one having ordinary skill in the art to have 
optimized the amount of crosslinker added to the composition taught by Bontinck to 
produce a coating composition having the desired strength and toughness while also 
possessing a desired degree of flexibility. 

Furthermore, being that the composition taught by Bontinck has been shown to 
be anticipatory of that as claimed in the instant application, the addition of a crosslinker 
to said composition reads on the coating composition of claim 20 and the articles of 
claims 21 -23 of the instant application. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KYLE BAUMSTEIN whose telephone number is 
(571)270-5467. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/KBB/ 

/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



